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DETAILED ACTION 

1 . This action is in response to applicants' amendment received on December 26, 
2006. 

Drawings 

2. The replacement drawing sheets received on December 26, 2006 are 
acknowledged and accepted. 

Specification 

3. The amendment to page 7 of the specification received on December 26, 2006 is 
acknowledged and accepted. 

4. The specification is objected to as failing to provide proper antecedent basis for 
the claimed subject matter. The new claims 8-16 use temninology not found in the 
specification, such as the terms "first position", "second position", "first outer dimension", 
'1hird and fourth ends", "first passage", etc. Correction is required. See 37 

CFR 1.75(d)(1) and MPEP § 608.01 (o). 

5. The title of the invention is not descriptive. While it identifies the field of 
invention, it does not reflect the actual improvement to the nailing machine. A new title 
is required that is clearly indicative of the invention to which the claims are directed. The 
following title is suggested: Cylindrical Contact Amn having a Tapered Guide Section in 

. a Power-driven Nailing l\/lachine. 

Claim Rejections - 35 USC §112 

6. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification sliall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 
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7. Claims 1-16 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

In claims 1 and 8, it is not clear what the phrase "maximum sized nail" 
encompasses. 

Claim Rejections - 35 USC § 102 

8. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

9. Claims 1-16 are rejected under 35 U.S.C. 102(b) as being anticipated by the 
applicant's admitted prior art (hereinafter APAA), JP-A-2002-337066, which is now US 
Patent No. 6,578,750 (the US Patent is cited for translation purposes, and hereinafter, 
all cited reference numbers are from this patent). 

Claims 1-4 are rejected for the same reasons set forth in paragraph 12 of the 

previous Office Action, paper no. 20061002. 

Regarding claim 5, a trigger (33) activates the driving piston (Fig. 1 , Fig. 2), 
With respect to claim 6, the contact nose (36) is movable relative to the nose 

body (26), and in one configuration, the nose body blocks movement of the contact 

nose (Fig. 6). 

Regarding claim 7, the driving piston is driven by compressed air (column 3, line 

16). 
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Regarding clainn 8, as is best understood given the claim terminology not found 
in the specification, the driving cylinder has a longitudinal axis (through driver, 23), and 
the driving piston (24) has a first position (the upper, non-actuated position) and a 
second position (the lower, actuated position). The driver has first (upper) and second 
(lower) ends, where the second end has a first outer dimension (circumference). The 
nose body (26) has third and fourth ends (Fig. 1) and includes a first passage (Fig. 1) 
with a first inner dimension, which is greater than the first outer dimension (Fig. 1 ). A 
nail supply mechanism (28) accommodates what is deemed to be a maximum sized 
nail. A contact nose (36) includes a hollow member (45) that has proximal and distal 
ends (Fig. 1 ), inner and outer surfaces (Fig. 1 ), and is slidable relative to the nose body 
(26). A guide portion (36) fomis a radial enclosure aligned with at least one nail. 

With respect to claims 9 and 10, the guide portion includes a tapered face (the 
topmost part of 36, Fig. 6) and the radial enclosure includes a straight guide portion 
(Fig. 6). 

Claims 1 1 and 12 have been previously addressed in regard to claims 5 and 6, 
respectively. 

Regarding claim 13, a grip (20) is connected to the driving cylinder. 

With respect to claims 14 and 1 5, a chamber (31 ) for stored air is in the grip (20) 
and the compressed air drives the driving piston (column 3, line 16). 

Regarding claim 16, the driver (3) extends through the passage in the nose body 
and into the contact nose (Fig. 8). 
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Claim Rejections - 35 USC § 103 

10. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

11. Claims 1-16 are rejected under 35 U.S.C. 103(a) as being unpatentable over the 
AAPA, JP-A-2002-337066, which is now US Patent No. 6,578,750, in view of 
Kristiansen (1,241,996). 

Claims 1-4 are rejected for the same reasons as set forth in paragraph 12 of the 
previous Office Action, supra. 

Regarding claims 5-16, if it is argued that the guide portion of the AAPA is not 
"longer than a maximum sized nail", i.e. the portion is shorter than the length of the nail, 
Kristiansen shows a nose portion (1 1 ) having a guide portion (1 2) with a length longer 
than the nail (13) for the purpose of ensuring proper guidance of the nail during the 
driving operation. Therefore, it would have been obvious to one having ordinary skill in 
the art at the time of the invention to have provided the AAPA with a portion having a 
length greater than the length of the nail to be driven in order to ensure proper guidance 
of the nail during the driving operation. 

Response to Arguments 

12. Applicant's arguments filed December 26, 2006 have been fully considered but 
they are not persuasive. 
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First, tfie applicants contend the rejection under 35 U.S.C. 112, second 
paragraph, regarding the clarity of the phrase "maximum sized nail". Even in light of the 
specification, the examiner maintains that it is unclear what the phrase encompasses, 
because claims 1 and 8 do not specify a specific nail length. Therefore, given the 
broadest reasonable interpretation, any nail with a length shorter than the guide portion 
is suitable, and any such nail is deemed to be "maximum sized". 

Next, the applicants argue that the AAPA does not disclose a guide portion 
longer than a maximum sized nail. The examiner asserts that claims are given their 
broadest reasonable interpretation, and as previously stated, any nail shorter than the 
guide portion is deemed suitable, and the nailing machine of the AAPA is deemed 
capable of functioning with such a nail. 

The applicants further contend that the AAPA do not recite "a cylindrical portion" 
or "a second tapered guide portion". On the contrary, the AAPA includes a cylindrical 
portion (36 and the bottom section of 37, Fig. 6), and a second tapered guide portion 
(45, Fig. 6). 

Next, the applicants argue that one of ordinary skill in the art would not be 
motivated to combine Kristiansen ('996) with the AAPA because the foot disclosed by 
Kristiansen ('996) is fixed with respect to the hammer guide, whereas the contact nose 
and nose body in the AAPA move with respect to each other. As both of these 
references are in the same field of endeavor, i.e. nosepieces for nailing machines, and 
they both are pertinent to the problem of proper nail alignment during firing, the 
combination of the references is held to be obvious to one of ordinary skill in the art. 
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Lastly, the applicants contend that Kristiansen ('996) is silent as to the length of 
the outlet relative to the maximum sized nail used with the tool. The examiner cites Fig. 
4 of Kristiansen ('996) to show the length of the outlet being greater than the length of 
the nail used in the tool. Additionally, as previously stated, given the broadest 
reasonable interpretation of the claim language, any nail with a length shorter than the 
guide portion is sufficient, and any such nail is deemed to be "maximum sized". 

For the reasons above, the grounds of rejection are deemed proper. 

Conclusion 

13. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Mukoyama et al. (6,145,727), Blomquist, Jr. (5,205,457), Fealey 
(5,263,842), Ishizawa (5,647,525) and Hamada et al. (6,695,196) are cited to show 
related inventions. 

14. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

15. A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
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the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

1 6. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Candace Brakewood whose telephone number is 571- 
272-3115. The examiner can normally be reached on Monday-Thursday, 7am-5:30pm. 

1 7. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Rinaldi Rada can be reached on 571-272-4467. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

1 8. Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more infomnation about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. ^ ^ 
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Examiner 
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